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Art Unit: 3663 

DETAILED ACTION 

Prosecution Reopened 

1. In view of the Appeal Brief filed on 11-19-2007, PROSECUTION IS HEREBY 
REOPENED. A new grounds of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

/Jack W. Keith/ 

Supervisory Patent Examiner, Art Unit 3663 



Response to Arguments 

2. In the appeal brief filed 11-19-2007, applicant argued the following: 
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A. In section VII, that Sugaya does not teach all the aspects of the claimed 
invention. 

3. Argument A is moot in view of the new grounds of rejection. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 35-38, 41-42 and 44 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nakabayashi et al. (USP No. 5600481). 

• Regarding claim 35, Nakabayashi discloses an optical amplifier comprising: 

o a plurality of optical amplification mediums [Fig. 20, #19 = Fig. 19, #14] for 

producing a gain, the gain having gain characteristics of a wavelength 

band; [Col. 2, lines 11-12] 
o a gain controller [Fig. 19, #10] constantly maintaining [Col. 8, line 5-9] the 

gain for each optical amplification medium; [Col. 6, lines 48-54] and 
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o a gain-equalizer [Fig. 19, #13] positioned after each optical amplification 
medium [Fig. 19, #14], and equalizing the gain-characteristic of a 
predetermined wavelength band of the optical amplification mediums [Col. 
8, lines 6-7], each gain-equalizer equalizing each output light of the 
preceding optical amplifier medium [Col. 8, lines 15-19], and passing light 
with the predetermined wavelength band [Col. 8, lines 15-16], the light of 
the predetermined wavelength band having flat optical power 
characteristics [Col. 8, line 7], 

• Regarding claim 36, Nakabayashi discloses [Col. 8, lines 1-4]. 

• Regarding claim 37, Nakabayashi discloses [Fig. 21] and [Col. 8, lines 10-14 (it 
appears here that this citation is referring to Fig. 21, not Fig. 20)] 

• Regarding claim 38, Nakabayashi discloses [Col. 8, line 9]. 

• Regarding claim 41, Nakabayashi discloses [Col. 8, line 17]. 

• Regarding claim 42, Nakabayashi discloses [Col. 8, line 15-17]. 

• Regarding claim 44, Nakabayashi discloses [Col. 8, line 7]. 

6. Claim 46 is rejected under 35 U.S.C. 102(b) as being anticipated by Nakabayashi 
et al. (USP No. 5600481 ) in light of Becker et al. (NPL). 

• Regarding claim 35, Nakabayashi discloses An optical amplifier comprising: 

o a plurality of optical amplification mediums [Fig. 20, #19 = Fig. 19, #14] for 
producing a gain, the gain having gain characteristics of a wavelength 
band; [Col. 2, lines 11-12] 
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o a gain controller [Fig. 19, #10] constantly maintaining [Col. 8, line 5-9] a 
constant population inversion ratio [Becker states on page 158, Eq. 6.13 
and next two lines, that "This shows that the signal gain after traversal of 
the fiber is dependent only on the average inversion of the erbium ions in 
the fiber", therefore performing constant gain control, as performed in 
Nakabayashi is inherently maintaining a constant population inversion 
ratio] for each optical amplification mediums; [Col. 6, lines 48-54] and 

o a gain-equalizer [Fig. 1 9, #1 3] positioned after each optical amplification 
medium [Fig. 19, #14], and equalizing the gain-characteristic of the 
wavelength band of the optical amplification medium [Col. 8, lines 6-7], 
each gain-equalizer equalizing each output light of the preceding optical 
amplifier medium [Col. 8, lines 15-19], and passing light with a 
predetermined wavelength band [Col. 8, lines 15-16], the light of the 
predetermined wavelength band having flat optical power characteristics 
[Col. 8, line 7], 

7. Claims 35, 38 and 39 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Kinoshita et al. (USP No. 2002/0001 124). This rejection can be overcome by 
perfecting priority to the Japanese patent documents that applicant claims priority to. No 
certified translations exist in either the current case (10/637321), or its parent 
(09/790507). Because there is a substantial quantity of relevant art published between 
23 FEB 2000 (applicant's priority date if perfected) and 23 FEB 2001 (applicant's 
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current priority date) it is requested that applicant perfect priority in response to 
this office action. 

• Regarding claim 35, Kinoshita discloses an optical amplifier comprising: 

o a plurality of optical amplification mediums [Fig. 6, #11, #12, #13] for 
producing a gain ffl0069], the gain having gain characteristics of a 
wavelength band; ffl0066] 

o a gain controller [Fig. 6, #50] constantly maintaining [Col. 8, line 5-9] the 
gain for each optical amplification medium; fll.0066: "50 represents an 
automatic gain control circuit (AGC)"] and 

o a gain-equalizer [Fig. 6, GEQ'(n)] positioned after each optical 
amplification medium [Fig. 6, EDF(n)], and equalizing the gain- 
characteristic of a predetermined wavelength band [110070: "1490 to 1530 
nm"] of the optical amplification mediums ["EDF segment"], each gain- 
equalizer equalizing each output light of the preceding optical amplifier 
medium fl|0070], and passing light with the predetermined wavelength 
band HJ0070], the light of the predetermined wavelength band having flat 
optical power characteristics [Figs. 3 and 4, white box from 1 490-1 530nm, 
see also H0072], 

• Regarding claim 38, Kinoshita discloses Fig. 6, EDF1, EDF2, EDF3. 

• Regarding claim 39, Kinoshita discloses 0.9 in fl[0072]. 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 1 . Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over Naito as 
applied to claim 35 above, and further in view of Becker (NPL). Naito discloses the 
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invention with all the limitations of claim 35, but fails to disclose an inversion ratio of 0.8 
thru 1 .0. Becker teaches that a 14m EDF pumped with 40 mW of 980nm radiation will 
have a population inversion of .8 thru 1 .0 at positions 2m thru 8m. [Page 164, Fig. 6.5]. 
Therefore, it would have been obvious to one skilled in the art (e.g. a optical engineer) 
at the time the invention was made, to maintain an inversion ratio of 0.8-1 .0, for the 
advantage of higher gain discussed on first bullet of pg 162 of Becker. 

12. Claims 47 and 48 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nakabayashi (USP No. 5600481 ) in view of Naito (USP No. 603481 2). 

• Regarding claim 47, Nakabayashi discloses an optical amplifier, comprising: 
o a plurality of optical amplification mediums[Fig. 20, #19 = Fig. 19, #14], 
each producing a gain with a gain-characteristic of a wavelength band; 
[Col. 2, lines 11-12] 
o a gain controller [Fig. 19, #10] controlling the gain-characteristic [Col. 8, 
line 5-9] of the wavelength band of each of the optical amplification 
mediums [Fig. 19, #14] with substantially equal gain-characteristics of the 
wavelength band; [Col. 8, lines 15-19] and 
but fails to disclose: 

o a plurality of optical gain-equalizers as claimed 
Naito teaches 

o a plurality of optical gain-equalizers [Fig. 4] respectively positioned after 
each optical amplification medium [Fig. 16B] equalizing each output light 
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of the preceding optical amplification medium [Col. 5, lines 55-60] and 
outputting an output light [Col. 6, lines 12-24], having substantially flat 
power characteristics [Col. 6, lines 25-28 describe how that 34 and 36 
further flatten the gain profile output from the first GEQ.] 
Therefore, it would have been obvious to one skilled in the art (e.g. a optical 
engineer) at the time the invention was made, to use more than one gain equalizer 
in each amplifier node of Nakabayashi, for the advantage of being able to make 
cheaper, simpler GEQs individually that when strung together made an effective 
GEQ that performed well (as taught in abstract). 

• Regarding claim 48, Naito discloses [Col. 5, lines 15-23] and [Col. 6, lines 12-28] 
with help of the figures that each GEQ makes the gain spectrum flatter. 

Conclusion 

1 3. The references made herein are done so for the convenience of the applicant. 
They are in no way intended to be limiting. The prior art should be considered in its 
entirety. 

14. The prior art which is cited but not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ari M. Diacou whose telephone number is (571) 272- 
5591 . The examiner can normally be reached on Monday - Friday, 8:30 am - 5:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Keith can be reached on (571 ) 272-6878. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
/AMD/ 
20-Feb-08 

/Deandra M Hughes/ 

Primary Examiner, Art Unit 3663 



